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DETAILED ACTION 

Remarks 

1 . In response to communications filed on 19 April 2006, claims 1-4 and 8-1 1 are 
amended. Claims 1-12 are pending in the application. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 recites in line 6 that the step of "converting at least one of said at least 
one Internet domain name into a second format in which at least two successive labels 
of the at least one of said at least one Internet domain name are combined to form a 
single label" occurs "conditionally", yet no claim of the conditions is made in claim 1. 
This renders claim 1 indefinite, as one of ordinary skill in the art would not know what 
conditions such a step occurs under. 

4. The following is a quotation of the 4 th paragraphs of 35 U.S.C. 1 1 2, 4 th : 

Subject to the following paragraph, a claim in dependent form shall contain a reference to a claim 
previously set forth and then specify a further limitation of the subject matter claimed. A claim in 
dependent form shall be construed to incorporate by reference all the limitations of the claim to which it 
refers. 
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5. Claim 4 is rejected under 35 U.S.C. 112, 4 th paragraph, because claim 4 does 
not further limit claims 1 or 3. 

Claim 1 recites the limitation of conditionally converting at least one Internet 
domain name into a second format. 

Claim 4 states that when the examining step of claim 3 indicates that the 
converting step is performed when the Internet domain name includes at least the 
predetermined number of labels beyond the given origin, said labels having the 
predetermined maximum length, and that the converting step is not performed when the 
examining step of claim 3 indicates that the Internet domain name does not include at 
least the predetermined number of labels. 

Therefore, a possibility exists wherein the method of independent claim 1, in 
which no specific conditions are claimed, would convert at least one Internet domain 
name into a second format, while the conditions later claimed in claim 4 would preclude 
such conversion. 

In claim 1 , a step of conversion may occur. 

In claim 4, this step of conversion may not occur under certain specified 
conditions. 

Therefore, as claim 4 could render invalid a step occurring in claim 1 , claim 4 
does not further limit claims 1 or 3. 



Claim Rejections - 35 USC § 102 
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6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1-4 and 9-12 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kim et al . (US Pre-Grant Publication 2002/0083198). 

As to claim 1 , Kim et al . teaches: 

Receiving data to be supplied to database operations, the data including at least 
one Internet domain name comprising a plurality of successive labels separated by dots 
(see paragraph [0034. Dashes are functionally equivalent to dots. Both serve as 
delimiters in series of labels), said at least one Internet domain name being in a first 
format (see paragraph [0034]. The name address given is an Internet domain name 
because it is used to look up an IP address in a Domain Name Server (see paragraph 
[0035]). The name address given corresponds to an IP address, so it can be considered 
to be an "Internet domain name"); 

The claims contain subject matter that is optionally recited. As such, the claims 
bear no patentable weight. See MPEP § 2106 Section ll(C): 

The subject matter of a properly construed claim is defined by the terms that limit its scope. It is this 
subject matter that must be examined. As a general matter, the grammar and intended meaning of terms 
used in a claim will dictate whether the language limits the claim scope. Language that suggests or makes 
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optional but does not require steps to be performed or does not limit a claim to a particular structure does 
not limit the scope of a claim or claim limitation. The following are examples of language that may raise a 
question as to the limiting effect of the language in a claim: 

(A) statements of intended use or field of use, 

(B) "adapted to" or "adapted for" clauses, 

(C) "wherein" clauses, or 

(D) "whereby" clauses. 

This list of examples is not intended to be exhaustive. >See also MPEP § 21 1 1.04. < 



"Conditionally converting at least one of said at least one Internet domain name 
into a second format in which at least two successive labels of the at least one of said at 
least one Internet domain name are combined to form a single label" is optionally 
recited and bears no patentable weight because it may not actually occur. 



Kim et al . teaches supplying the data to the database operations, the supplied 
data including at least one Internet domain name in the second format (see paragraph 
[0035]). 



As to claim 2, Kim et al . teaches further comprising a step of examining whether 
an Internet domain name fulfills a predetermined condition in the first format (see 
paragraph [0034]. Conversion only occurs if the number entered contains a '#' sign). 

As to claim 3, Kim et al . teaches wherein the examining step includes examining 
whether said Internet domain name includes at least a predetermined number of labels 
beyond a given origin, said labels having a predetermined maximum length (see 
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paragraphs [0030] and [0034]. If there is more than one distinct label, they will be 
separated. The labels have a predetermined max length of 15 digits). 

As to claim 4, Kim et al . teaches wherein the converting step is performed for 
said Internet domain name when the examining step indicates that the Internet domain 
name includes at least the predetermined number of labels beyond the given origin, 
said labels having the predetermined maximum length (see paragraphs [0030] and 
[0034]. The step of combining is performed when there is more than one label). 

The remainder of the claim receives no patentable weight. See the rejection of 
claim 4, under 35 U.S.C. 1 12 th paragraph, listed above. 

As to claim 9, Kim et al . teaches: 

First means for receiving data to be supplied to database operations, the data 
including at least one Internet domain name comprising a plurality of successive labels 
separated by dots (see paragraph [0034. Dashes are functionally equivalent to dots. 
Both serve as delimiters in series of labels), said at least one Internet domain name 
being in a first format (see paragraph [0034]. The name address given is an Internet 
domain name because it is used to look up an IP address in a Domain Name Server 
(see paragraph [0035]). The name address given corresponds to an IP address, so it 
can be considered to be an "Internet domain name"); 

Second means for converting at least one of said at least one Internet domain 
name into a second format in which at least two successive labels of the at least one of 



Application/Control Number: 10/629,910 Page 7 

Art Unit: 2164 

said at least one Internet domain name are combined to form a single label (see 
paragraph [0034]); and 

Third means for supplying the data to database operations, the supplied data 
including at least one Internet domain name in the second format (see paragraph 
[0035]). 

As to claim 10, Kim et al . teaches further comprising fourth means for examining 
whether an Internet domain name fulfills a predetermined condition, the second means 
being configured to convert the Internet domain name into the second format when the 
Internet domain name fulfills the predetermined condition (see paragraph [0034]. 
Conversion only occurs if the number entered contains a '#' sign). 

As to claim 1 1 , Kim et al . teaches: 

A first interface for receiving data to be supplied to database operations, the data 
including at least one Internet domain name comprising a plurality of successive labels 
separated by dots (see paragraph [0034. Dashes are functionally equivalent to dots. 
Both serve as delimiters in series of labels), said at least one Internet domain name 
being in a first format (see paragraph [0034]. The name address given is an Internet 
domain name because it is used to look up an IP address in a Domain Name Server 
(see paragraph [0035]). The name address given corresponds to an IP address, so it 
can be considered to be an "Internet domain name"); 
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A modification module operably connected to the first interface for converting at 
least one of said at least one Internet domain name into a second format in which at 
least two successive labels of the at least one of said at least one Internet domain name 
form a single label (see paragraph [0035]); and 

A second interface, operably connected to the modification module for supplying 
the data to database operations, the supplied data including at least one Internet 
domain name in the second format (see paragraph [0035]). 

As to claim 12, Kim et al . teaches a computer program product, the product 
comprising computer readable code being configured to cause a computer to 
substantially perform the steps of claim 1 when executed by said computer (see 
paragraph [0023]). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kim 
et al . (US Pre-Grant Publication 2002/0083198). 
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As to claim 5, Kim et al . does not teach wherein the predetermined number of 
labels is three. 

However, it would have been obvious for one skilled in the art at the time the 
invention was made to have modified Kim et al . to include that limitation, because only a 
size (predetermined number of labels) is changing (see In re Rose, 220 F .2d 459, 105 
USPQ 237 (CCPA 1955), In re Rinehart, 531 F .2d 1048, 189 USPQ 143 (CCPA 1976), 
Gardner v. TEC Systems, Inc., 725 F .2d 1338, 220 USPQ 777 (FED Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984) and MPEP 2144.04 IV.A - Changes in 
Size/Proportion). 

As to claim 6, Kim et al . does not teach wherein the predetermined maximum 
length is one byte. 

However, it would have been obvious for one skilled in the art at the time the 
invention was made to have modified Kim et al . to include that limitation, because only a 
size (predetermined maximum length) is changing (see In re Rose, 220 F .2d 459, 105 
USPQ 237 (CCPA 1955), In re Rinehart, 531 F .2d 1048, 189 USPQ 143 (CCPA 1976), 
Gardner v. TEC Systems, Inc., 725 F .2d 1338, 220 USPQ 777 (FED Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984) and MPEP 2144.04 IV.A - Changes in 
Size/Proportion)). 



As to claim 7, Kim et al . does not teach wherein the predetermined maximum 
length is one byte. 
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However, it would have been obvious for one skilled in the art at the time the 
invention was made to have modified Kim et al . to include that limitation, because only a 
size (predetermined maximum length) is changing (see In re Rose, 220 F .2d 459, 105 
USPQ 237 (CCPA 1955), In re Rinehart, 531 F .2d 1048, 189 USPQ 143 (CCPA 1976), 
Gardner v. TEC Systems, Inc., 725 F .2d 1338, 220 USPQ 777 (FED Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984) and MPEP 2144.04 IV.A - Changes in 
Size/Proportion)). 

10. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kim et al . 
(US Pre-Grant Publication 2002/0083198) in view of Khello et al . (US Pre-Grant 
Publication 2003/0007482). 

As to claim 8, Kim et al . teaches a method according to claim 1 . 
Kim et al . does not teach: 

-receiving data including another Internet domain name in the second format; 

and 

-converting the another Internet domain name received in the second format 
back to the first format. 

Khello et al . teaches: 

-receiving data including another Internet domain name in the second format 
(see paragraph [0055] and Figure 8. Numbers are entered in a format of a single label); 
and 
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-converting the another Internet domain name received in the second format 
back to the first format (see paragraph [0055] and Figure 8. Numbers entered in a 
format of a single label are converted to numbers comprised of multiple labels). 

Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to have modified Kim et al . by the teaching of Khello et a I ., 
since Khello et al . teaches that "the present invention may be used to establish a 
multimedia or other communications session that includes one or more of the following 
example applications: voice-over-IP, web surfing, e-mail, videoconferencing, video-on- 
demand, audio-on-demand, intranet-work access, gaming, and gambling, either with or 
without a circuit switched voice communication" (see paragraph [0054]). 

Response to Arguments 

1 1 . Applicant's arguments filed 1 9 April 2006 have been fully considered but they are 
not persuasive. 

As to Applicant's argument that the 112, 4 th paragraph rejection should be 
withdrawn, it should be noted that independent claim 1 recites that a step of conversion 
may occur. This step could be rendered impossible by the conditions later set forth in 
claim 4. 



As to Applicant's arguments that Kim et al . does not disclose an "Internet domain 
name comprising a plurality of successive labels separated by dots", it should be noted 
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that the E.164 number is a name address that corresponds to an IP address (see 
paragraph [0035]). The name address is used by a DNS to look up an IP address (see 
paragraph [0035]). As such, the name address is an Internet domain name. As to the 
comparison of dashes and dots, the two are both as delimiters to separate one label 
from another. Thus, they are functionally equivalent. 

As to applicant's arguments towards claims 5-7 and the cited case law (see In re 
Rose, 220 F .2d 459, 105 USPQ 237 (CCPA 1955), In re Rinehart, 531 F .2d 1048, 189 
USPQ 143 (CCPA 1976), Gardner v. TEC Systems, Inc., 725 F .2d 1338, 220 USPQ 
777 (FED Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984) and MPEP 
2144.04 IV.A- Changes in Size/Proportion), Applicant's arguments have been 
considered but are incorrect. The predetermined number of labels indicates the size of 
the domain name. If one name has more labels than another, then that name can be 
argued to be larger. Thus, the cited cases are applicable to the current application's 
limitations on the number of labels. 

In response to arguments that Khello et al . does not teach "receiving data to be 
supplied to database operations, the data including at least one Internet domain name 
comprising a plurality of successive labels separated by dots, said at least one Internet 
domain name being in a first format" as recited by claim 1, it is noted that those features 
of the invention are being taught by Kim et al . As the rejection was based on 35 U.S.C. 
103, the references are combined to teach the entirety of the claim. 
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In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, it would have 
been obvious to one of ordinary skill in the art to have combined Kim et al . and Khello et 
a|., since Khello et al . teaches that "the present invention may be used to establish a 
multimedia or other communications session that includes one or more of the following 
example applications: voice-over-IP, web surfing, e-mail, videoconferencing, video-on- 
demand, audio-on-demand, intranet-work access, gaming, and gambling, either with or 
without a circuit switched voice communication" (see paragraph [0054]). 

In response to applicant's argument that the references used and the present 
application do not solve the same problem, it has been held that a prior art reference 
must either be in the field of applicant's endeavor or, if not, then be reasonably pertinent 
to the particular problem with which the applicant was concerned, in order to be relied 
upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 
24 USPQ2d 1443 (Fed. Cir. 1992). There is no requirement that references solve the 
same problem the same way as one another or as the present application. 
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Conclusion 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles D. Adams whose telephone number is (571 ) 
272-3938. The examiner can normally be reached on 8:30 AM - 5:00 PM, M - F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Rones can be reached on (571 ) 272-4085. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Charles Adams 
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SAM RIMELL 
°RIMARY EXAMINER 



